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I INTRODUCTION

The trial court dismissed Fluke’s' claims on summary judgment
because the undisputed evidence conciusively refutes its hyperbolic
thetoric. Fluke’s contract claims against Nguyen are based on an
employee nonsolicitation provision presented to Nguyen for signature
years after he began employment with Fluke, which is unenforceable
because Fluke gave no independent consideration for that provision, and
because it is an unreasonable restraint on trade. The trial court dismissed
Fluke’s contract claims against Morrow because this court’s prior decision
established as the law of the case that Fluke had no rights under an
agreement between Morrow. and the Jacobs Chuck Company (an unrelated
Danaher subsidiary), and because the evidence failed to satisfy Fluke’s
burden of proving an “equitable assignment” by clear and specific
evidence.

The trial court also properly dismissed Fluke’s trade secret claims
as a matter of law. Throughout the case, Fluke refused to specify the trade
secrets at issue, thus revealing them for what they were: a tactical ploy to
obtain far-reaching discovery of a new competitor using undefined and
ever shifting trade secret claims. Ultimately, Fluke’s claims failed as a

matter of law because it could not meet its burden of proof regarding the

' Appellants are Plaintiffs Fluke Corporation (“Fluke”) and its parent, Danaher
Corporation (“Danaher”). Respondents are Defendants Jon Morrow, Evans
Nguyen and the Milwaukee Electric Tool Corporation (“MET”).



existence of a trade secret, actual misappropriation, or damages.

On cross-appeal, the court should hold that the trial court erred in
denying Respondents prevailing party battomeys’ fees based on RCW
4.84.330 (requiring an award of fees in regard to claims based on contracts
with unilateral fee provisions), various equitable grounds, and under RCW
19.108.040 (allowing an award of fees in regard to trade secret claims

maintained in bad faith).

. RESTATEMENT OF ISSUES PERTAINING TO
ASSIGNMENTS OF ERROR

1. May a trade secrets plaintiff survive summary judgment in the
absence of evidence of an enforceable trade secret, or that its competitor
misappropriated or otherwise used the trade secrets or other confidential
information to the plaintiff’s detriment?

2. Is this court’s previous holdings on interlocutory appeal — i.e., that
Fluke could not enforce the Jacobs Chuck Agreement as a matter of law
because Fluke was not a party to the JCA, because those terms expired in
2005, and because the evidence offered was insufficient to prove an
equitable assignment of the JCA by “clear and specific evidence” —
binding on Fluke as the law of the case?

3. May a contract imposing upon the employee a broad obligation not
to solicit other employees to terminate their employment enforced in the
absence of consideration under Labriola v. Pollard Group, Inc., 152
Wn.2d 828, 100 P.3d 791 (2004), and even if so, does such an agreement
violate Washington’s public policy prohibiting restraints of trade?

4. Does a trial court abuse its discretion in denying a plaintiff’s
motion for a continuance under CR 56(f) where the plaintiff fails to
articulate additional discovery that would establish a genuine issue of fact
for trial on the issues before the court on summary Judgment?

5. Does a trial court abuse its discretion by denying a motion for
leave to amend, filed on the eve of oral argument on summary judgment
and the close of discovery, and in the absence of any allegations that could
support additional claims for relief?



IIl. RESTATEMENT OF THE CASE

A. Nguvyen’s and Morrow’s Employment at Fluke.

Nguyen and Morrow were two of several thousand employees of
Fluke, which manufactures high-end electronic test and measurement
(“T&M”) equipment for the “premium” T&M market segment. CP 29,
3505, 6661. Fluke is one of more than 600 subsidiaries of Danaher, a
multinational company that in its most recent 10K boasted of $20 billion

in assets and more than $1 billion in annual profits.”

1. Fluke Presents Nguyen With an Employee
Nonsolicitation Agreement Four Years After His Hire.

In 2000, Fluke hired Evans Nguyen as a manufacturing engineer.
CP 1338-55. In May 2004, nearly four years later, Fluke’s Human
Resources department distributed a form entitled “Danaher Standard
Terms and Conditions of Employment” (“Standard Agreement”) to
Nguyen and everyone else in his department, which Nguyen signed at the
direction of Human Resources. CP 1339.

The Standard Agreement contained, among other terms, an
employee nonsolicitation clause broadly prohibiting the employee from
soliciting any employee to end his or her employment with Fluke, Danaher

or Danaher’s subsidiaries. CP 1346 (Section 2). It recites that this

> The Court may take judicial notice of facts which are capable of verification by
competent authoritative sources. Rogstad v. Rogstad, 74 Wn.2d 736, 446 P.2d
340 (1968); cf- Kramer v. Time Warner, Inc., 937 F.2d 767 (2d Cir. 1991) (court
may take notice of statements in securities filing as public record).



obligation “is supported by the Associate’s eligibility to be considered for
recommendation of annual option grants.” CP 1349. But when Nguyen
signed the Standard Agreement, he had been eligible for stock options for
some time, and had actually received stock options in 2003. CP 1338,
1567. Fluke awarded Nguyen no stock options after 2003, nor did he
receive any bonus, raise, promotion, promise of severance pay, or other

compensation for signing the Standard Agreement. CP 1338, 1567.°

2. Morrow Signs a N oncompetition Agreement with

Jacobs Chuck, But Signs No Agreement with Fluke
Upon Transfer.

a. The Jacobs Chuck Agreement.

In 2002, Morrow accepted a marketing position at Jacobs Chuck,
another Danaher subsidiary in South Carolina that does not compete in the
T&M industry. In 2004, Morrow signed the JCA, an agreement utilizing
Danaher’s Noncompetition Agreement form, which contained
noncompetition and employee nonsolicitation clauses. CP 15-24 (“ CA”).

Several provisions defined how, if Morrow agreed, he could be
obliged not to compete with another Danaher subsidiary after leaving
Jacobs Chuck. In the only provision addressing transfers between
Danaher subsidiaries, Jacobs Chuck was allowed to terminate the JCA

only if the new employer offered a new agreement with substantially

* By way of contrast, other employees of Danaher subsidiaries who signed a
different Danaher form (“Noncompetition Agreement”) were granted “‘significant
post-termination payments and enhanced severance benefits.” CP 50.



similar terms. JCA 9 12(b). The JCA also stated that Jacobs Chuck
“may” assign its rights and obligations “to Danaher and/or any other
subsidiary or subsidiaries of Danaher.” JCA Y 14. Thus, assignment was
also permissive, not automatic. Finally, the JCA could not be amended
except in writing signed by Morrow. JCA 9 13.

b. Transfer to Fluke.

Morrow resigned from Jacobs Chuck in 2004 to accept a position
as a marketing manager with Fluke. Fluke did not offer Morrow a new
agreement upon transfer. A non-competition agreement was not discussed
during interviews, nor was Fluke’s offer to Morrow conditioned upon
signing a noncompete agreement. No assignment of or amendment to the
JCA was signed by any party.* After several years, Morrow became a
business unit manager for Fluke’s recently-acquired Amprobe product
line. Amprobe was a strong brand in the “value” T&M market segment
that Fluke acquired in 2006 to give its customers a lower cost alternative
that would not dilute Fluke’s “premium” brand, and to defend against
encroachment on the “Fluke” brand by lower cost competitors. CP 29,
4532, 4550, 6387, 6773, 6779. Unlike Fluke, most Amprobe products
were outsourced to original equipment manufacturers (“OEMs”) in Asia.
CP 30, 4542 (Allen Dep., pp. 87-88); see also CP 339-40.

Three aspects of Morrow’s work related to Amprobe are relevant.

“Ex. 31 at pp- FLUKE 000069-70; RP 5/21/2008 at 828-29, 5/22/2008 at 971.



First, in late 2007, the Amprobe unit was considering whether to add an
ultrasonic distance finder to its product line. Morrow spent a few hours
trying out competitors’ ultrasonic distance finders, to evaluate whether
well known limitations of ultrasonic technology (as compared to laser
technology) were so significant that Amprobe should not offer an
ultrasonic product. He did not consider that work or his conclusions to be
a trade secret. Others clearly reached the same conclusion, given the
number of available ultrasonic products. CP 1745-46.

Second, in December 2007, a co-worker sent Morrow an email
attaching a copy of a Fluke marketing plan relating to laser distance
finders. Morrow does not remember receiving or reviewing it. At that
time, his focus was on ultrasonic technology, and he knew nothing of
MET’s plans to enter the T&M market. CP 1745.

Third, also in December 2007, Morrow visited a number of sales
representatives who sold Amprobe products in the electrical distribution
channel, and summarized the trip in a memo captioned “Amprobe Rep
Performance Market Research Report.” Ex. 16; CP 3963-75. Using
public sources, Morrow also compiled a Cross Market Analysis of
products available in the “value” T&M market segment, to identify where
Amprobe might add new products to its already extensive line. CP 7472-

7533; Supp. CP .



B. MET Decides To Enter the “Premium” T&M Market
Segment, and Recruits Nguyen and Morrow.

MET is a leading manufacturer of heavy duty power tools. CP

337. It has strong distribution channels with professionals in the
electrical, HVAC and plumbing markets. Looking to expand its product
line, MET established a T&M division in 2007, headed by Mike Jones, a
former Fluke employee. MET planned to leverage its brand (with its
“Nothing But Heavy Duty” motto) to sell to the high end “premium”
T&M market segment. CP 330-31, 337, 7555.

In November 2007, MET offered Nguyen a job as Engineering
Manager in its newly formed T&M division, which Nguyen accepted. CP
1339. In his resignation letter, Nguyen told Fluke that he was accepting a
position with MET which would involve “product overlap” with Fluke.
CP 1352. In February 2008, Morrow accepted a job with MET. The
evidence conclusively rebuts Fluke’s allegation that Morrow
misappropriated Fluke confidential or proprietary information:

The PST file and SIM card. Fluke hypothesizes that Morrow
copied a PST file containing emails and files from his Fluke computer
onto a thumb drive, and then deleted it from his Fluke computer to hide
his tracks. There is no evidence to support this theory. Morrow candidly
admitted accidentally deleting the PST file from the computer when
deleting personal photos and music. CP 1749-54. He hid nothing; indeed,

he immediately informed Fluke’s IT department so that it could recover



the file. CP 3615-22; RP 5/22/2008 at 967-68. Forensic analysis confirms
that Morrow copied only personal photos and music onto the thumb drive.
CP 1749-54. Fluke did not examine the thumb drive forensically, and
offered no evidence contrary to Morrow’s explanation. CP 3588, 3680.
The SIM card from Morrow’s phone, which was for a personal phone
number, contained no customer or supplier contacts. RP 5/22/2008 at
1007-09.

“Actionable Distributor Data”/”Low Hanging Fruit.” Morrow
spent his first weeks at MET analyzing its existing presence within the
electrical distribution channel, using public information from the
distributors and internal MET data regarding sales of MET’s existing —

1.€., non T&M — products through each distributor. Morrow identified

several existing MET distributors where MET s sales seemed low, which
opportunities he characterized in emails as “actionable distributor data”
that MET was “uniquely positioned to take advantage™ and as “low
hanging fruit.” CP 1747, 3606-14, 3628-32, 3635-38.

“I know stuff.” MET decided even before Morrow was hired that
its initial T&M product offering would be the same “bread and butter”
products offered by every T&M competitor, e.g., clamps, forks, digital
multimeters, etc. CP 1747, 3623-27. Morrow learned in an email from
Mike Jones that MET was also considering whether to repackage a
distance finder offered by a European affiliate for release in the U.S. under

the MET brand. Morrow told Jones to speak with Morrow because he



“knew stuft,” referring to his impression of ultrasonic technology. CP
1745-46.° As it turned out, the European product was a laser distance
finder, so ultrasonic technology was ndt an issue. Morrow did not discuss
his work at Fluke with ultrasonic technology, and MET made no decision
regarding the product until June 2009, well after Amprobe and Fluke had
released their distance finder products. CP 1746.

C.  Procedural History.

1. The Trial Court Denies Injunctive Relief Based on
Trade Secret Claims and Orders Fluke To Identify the

Trade Secrets at Issue With Particularity.
a. The TRO and Addition of Nguyen Claims.

With no evidence of misappropriation by Morrow, and lacking a
noncompetition agreement naming Fluke as “the Company,” Fluke and
Danaher nonetheless sued Morrow three weeks after he resi gned, on
March 10, 2008. Fluke alleged breach of the noncompetition clause of the
JCA (and related tortious interference claims against MET) not based on
an equitable assignment — that theory developed later — but rather on the
premise that the express terms of the JCA precluded Morrow from
working “in any capacity” for any company “in competition with Danaher
or its subsidiaries.” Ex. 62 at 1; CP 6-7, 240-41. Fluke also alleged

misappropriation of unspecified trade secrets and common law claims for

> Undisputed evidence refutes Fluke’s suggestion that Morrow sent this email
while “still a Fluke employee.” (App. Br. at 12) Morrow resigned from Fluke on
February 19, 2008. CP 338. The “I know stuff” email exchange did not occur
until February 22, 2008. CP 3493.



breach of confidentiality and fiduciary duty.

Fluke immediately obtained a TRO precluding Morrow from using
or revealing any Fluke confidential information or trade secrets (CP 121-
24) and moved for a preliminary injunction to enjoin Morrow from
working for MET’s T&M division. CP 49, 74, 125-27. A week later,
Fluke amended its complaint to.add claims against MET and Evans
Nguyen. CP 237-67. Although Fluke’s TRO pleadings expressly referred
to Nguyen’s work with and knowledge of OEMs (CP 44-48), it sued
Nguyen only for breach of the employee nonsolicitation clause.

b. Fluke Fails To Identify Trade Secrets at Issue.

As Fluke’s complaint was silent as to the particular trade secrets
that Morrow allegedly misappropriated, Morrow asked Fluke to
“[1]dentify with specificity” the trade secrets at issue, and to produce
documents related to all elements of Fluke’s trade secret claims. Supp. CP
____ (Interrogatory No. 5 and RFPs 19-25 and 41). Fluke first stated
only that Morrow “had broad access to a variety of Fluke’s confidential
and trade secret information” and that it would produce “representative
examples” of such information. CP 4660-61. Subsequently, Fluke recited
only generic categories of trade secrets and the Bates numbers of
documents, but did not identify any specific trade secrets in those
documents. CP 4663-76. Its responses made no reference to OEMs.

Based on ample authority that a plaintiff must identify the trade

secrets at issue with particularity before being allowed discovery of a
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competitor’s internal documents — failure to specify trade secrets at issue
is recognized as a deliberate strategy to gain tactical advantage® - MET
objected to producing competitively sénsitive information until Fluke
specified the trade secrets at issue. CP 526-40. Morrow and MET moved
to compel Fluke to identify the trade secrets at issue with particularity. CP
4500-17. The trial court denied that motion, and Fluke’s cross motion to
compel, without prejudice for purposes of the i.njunction hearing. CP 636-
41.

c. The Trial Court Twice Holds Fluke’s Trade
Secret Disclosures To Be Inadequate.

Fluke sought an injunction based both on the JCA and its trade

secret claims against Morrow. Fluke contended that it had no adequate
remedy at law and would suffer irreparable harm absent an injunction
because it could not prove the damages caused by Morrow’s conduct. CP
4-11,237-44 Fluke argued that “[i]t is difficult even to imagine how one
could track and measure the impact Morrow’s threatened breach and
misappropriation would have on Fluke and its business.” CP 109. Ken

Konopa (VP of Fluke’s Industrial group) testified that Fluke would not be

® Charles T. Graves and Brian D. Range, IDENTIFICATION OF TRADE SECRET
CLAIMS IN LITIGATION: SOLUTIONS FOR A UBIQUITOUS DISPUTE, 5 Nw. J. Tech.
& Intellectual Prop. 68 (2006) (CP 6928-962). An initial and particularized
disclosure of the trade secrets at issue serves to guide a court in determining the
scope of appropriate discovery, and thus prevent a plaintiff from defining trade
secrets based on discovery from the defendant rather than its own internal
documents, as well as to prevent abuse of trade secrets claims as a means of
obtaining competitive intelligence. See generally id. at 68-86.
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able to determine what portion of lost sales was caused by Morrow’s
alleged misconduct. RP 5/20/2008 at 310.

The trial court granted Fluke’s fequest for a preliminary injunction,
based on its construction of the JCA (RP 6/3/2008 at 1-15; CP 837-49)
and accepting Fluke’s factual contention that it could not prove causal
damages. CP 846 (Conclusion of Law No. 7). But having seen and
considered the documents that Fluke claimed to contain trade secrets and
the testimony of Fluke’s witnesses,’ the trial court denied injunctive relief
on the trade secrets claims, finding that “[t]he case is not about trade
secrets” and that Fluke must first identify the trade secrets at issue before
being allowed discovery from MET. RP 6/3/2009 at 3.

Fluke nonetheless continued to press its trade secrets claims as the
predicate for overarching discovery of competitively sensitive documents.
But when Fluke’s fourth response to trade secrets discovery was as flawed
as its first (CP 4648-51), the trial court ordered Fluke to “identify with
particularity the trade secrets at issue on or before September 8, 2008.”
CP 985-87. It ordered that MET would not have to produce documents

until two weeks affer Fluke made its mandated disclosures. CP 977-80.

d. The Grant of Injunctive Relief Is Reversed, and
Claims Based on the JCA Are Dismissed.

This court granted discretionary review of the injunction ruling on

" The trial court denied Morrow’s motion to exclude trade secret evidence at the
hearing based on lack of discovery. RP 5/19/2008 at 2-13.
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August 18, 2008, the same day as the trial court granted the cross motions
to compel. On February 17, 2009, only two days before the preliminary
injunction was to expire by its terms, this court reversed, holding as a
matter of law that “the Company” referred only to Jacobs Chuck, and thus
that “Fluke [had] no legal rights under the [Jacobs Chuck] Agreement.”
COA Opinion at 12. This court also rejected Fluke’s contention that the
trial court had accepted Fluke’s “equitable assignment” theory,® reviewed
the evidence, and noting Fluke’s heightened “clear and specific evidence”
burden of proof, rejected “equitable assignment” on the merits. Id.
Morrow and MET moved to dismiss Fluke’s claims related to the
JCA based on this court’s law of the case. CP 1051-70, 1090-104. The
trial court ruled that the evidence offered by Fluke — declarations from
Fluke and Jacobs Chuck employees echoing testimony offered at the
evidentiary hearing (CP 1071-89) — was insufficient to meet Fluke’s
heightened burden of proving equitable assignment by “clear and specific
evidence,” as this court held, and dismissed Fluke’s claims based on the

JCA. CP 1149-51.

$ Id. Indeed, after the trial court’s oral ruling, Fluke revised its proposed findings
of fact and conclusions of law to omit extensive findings and conclusions in
support of its “equitable assignment” theory that had been in previously proposed
findings and conclusions. Compare Supp. CP (Findings of Fact 5-6
(Supp. CP ) and Conclusion of Law 3 (Supp. CP )) with Supp. CP

13



2. The Trial Court Dismisses Fluke’s Remaining Claims
Against Nguyen and Morrow.

Fluke did not supplement its response to trade secret discovery

until May 7, 2009 (Supp. CP___ ), again reciting only categories of trade
secrets and documents by Bates number, and again making no reference to
OEMs.’ Respondents moved for summary judgment. Nguyen moved to
dismiss the only claim pled against him — breach of contract — and the
derivative tortious interference claim against MET. CP 1313-34.
Separately, Morrow moved to dismiss the remaining claims against him
for misappropriation of trade secrets and breach of common law duties,
and the derivative claims against MET. CP 1366-92.

Fluke devoted much of its opposition to Morrow’s motion to an
entirely new and previously undisclosed trade secrets theory that Nguyen
had misappropriated trade secrets related to OEMs, based on the fact that
MET was working with several OEMs with which Nguyen had worked
years earlier while at Fluke. CP 1577-78; RP 9/18/2009 at 44-51. Asto
Morrow, however, Fluke offered into evidence only a few of thousands of
pages of documents previously cited in discovery as containing
unspecified trade secrets. CP 3936-41, 3963-79, 4002-05. Fluke offered

no evidence regarding damages, and moved for additional time and

® A graphic comparison of Fluke’s fourth and fifth responses is set forth in
briefing (CP 5076-77) and in the Appendix to this brief. The only substantive
change was to specify smaller portions of Fluke’s 2008 Strategic Plan. Morrow
and MET moved to exclude such evidence as a discovery sanction for Fluke’s
refusal to comply with the trial court’s prior orders, but the trial court declined to
impose that sanction. CP 5070-81, 1555-57.
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discovery under CR 56(f). CP 1586-87. On the afternoon before oral
argument, and two days before discovery closed, Fluke moved to amend
to add trade secrets claims against Nguyen. CP 1863-1964, 2148-52,
4036-061.

During argument, the trial court made clear that in previously
declining to sanction Fluke for failing to disclose the trade secrets at issue
with particularity, it had not deemed Fluke’s latest disclosure to be
adequate. RP 9/18/2009 at 63. On September 21 and 22, 2009, the trial
court dismissed all remaining claims in the case, and denied Fluke’s CR
56(f) motion. CP 1977-81, 2142-44. On October 12, 2009, the trial court
denied Fluke’s motion to amend and on October 21, denied the bulk of
Respondents’ requests for attorney fees. CP 2389-93, 6018-23.

IV.  ARGUMENT

A. The Trial Court Correctly Dismissed Fluke’s Contract Claims

Against Nguyen, and Exercised Its Discretion in Denying
Fluke’s CR 56(f) Motion and Motion To Amend.

The trial court properly dismissed Fluke’s breach of contract claim
against Nguyen and the related tortious interference claim against MET,

and was well within its discretion in denying Fluke’s procedural motions.

1. Nguyen’s Employee Nonsolicitation Provision Is
Unenforceable as a Matter of Law Because It Lacks
Consideration.

Fluke’s claims against Nguyen were based on his alleged
assistance in recruiting several other Fluke employees to work at MET.

Fluke claimed that this conduct breached the Standard Agreement’s
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employee nonsolicitation clause. This extraordinarily broad clause
prohibits acts in solicitation of any person employed full or part time by or
working as an independent contractor for “Danaher or any of its
subsidiaries” (including Fluke). CP 1346. It purports to prohibit Nguyen
from soliciting any employee of Danaher or any of its hundreds of
subsidiaries, regardless of whether Nguyen knew them previously, or
whether that employee was subject to a non-competition agreement, or
was being hired to work in a capacity that implied the possible use or
disclosure of confidential information. As drafted, it forbids the most
modest recommendation, and cuts off one of the best sources of career
opportunity — contacts with former colleagues.

The trial court correctly rejected Fluke’s flawed attempt to enforce
this clause because it is void for lack of consideration. In Labriola v.
Pollard Group, Inc., 152 Wn.2d 828, 100 P.3d 791 (2004), a unanimous
Supreme Court held that “independent, additional consideration” is
required when an employee enters into a subsequent contract with its
employer. Fluke’s narrow and attenuated reading of Labriola contravenes
well-established contract law and public policy disfavoring restrictive

covenants.

a. Contracts Must Be Supported by Consideration
To Be Enforceable.

Every contract must be supported by consideration to be

enforceable. 25 WASH. PRAC., CONTRACT LAW & PRAC. § 2:23. A
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subsequent agreement, or modification to an original agreement, must
have separate consideration to be valid. See Dragt v. Dragt/DeTray, LLC,
139 Wn. App. 560, 571, 161 P.3d 473 (2007). The sufficiency of
consideration is reviewed as a question of law, and is often a summary
judgment issue. 25 WASH. PkAc., CONTRACT LAW & PRAC. § 2:23.

In Labriola, the Supreme Court rejected an employer’s claim that
continued employment and training served as sufficient consideration for
the formation of a binding restrictive covenant signed by an employee five
years after his initial hire. Labriola, 152 Wn.2d at 834. The Court held
that “independent, additional consideration” is required where an
employee enters into a subsequent contract with its employer. Labriola,
152 Wn.2d at 834.'® The Labriola Court’s reasoning applies equally to
any bilateral agreement entered into by an employee after the initial hire,
including the employee nonsolicitation provision imposed four years after

Nguyen’s hire."!

' Other states similarly require independent consideration for an employee’s
agreement to enter into a restrictive covenant after his or her initial hire. See,
e.g., Nat'l Risk Mgmt., Inc. v. Bramwell, 819 F .Supp. 417, 429 (E.D. Pa. 1993);
Lucht’s Concrete Pumping, Inc. v. Horner, 224 P.3d 355, 358 (Colo. App. 2009)
cert. granted, No. 09SC627, 2010 WL 341383 (Colo. Feb. 1, 2010); Poole v.
Incentives Unlimited, Inc., 548 S.E.2d 207, 209 (S.C. 2001); Hejl v. Hood,
Hargett & Assocs., Inc., 674 S.E.2d 425, 428-429 (N.C. App. 2009).

"' Appellant’s “baseline rule” that an employer may unilaterally modify contract
terms applies to unilateral contracts, such as a compensation plan, employee
handbook or employee policy. See App. Br. at 42 citing Duncan v. Alaska USA
Fed. Credit Union, Inc., 148 Wn. App. 52, 77, 199 P.3d 991 (2008) (holding
employment agreement “was properly modified because the agreement was a
unilateral contract, which was terminable at will”). Here, the employee
nonsolicitation agreement is a bilateral agreement entered into by the employee
and the employer. It is not a unilateral promise to provide certain benefits.
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Fluke argues that consideration is not required here because, unlike
a noncompetition provision, an employee nonsolicitation clause does not
threaten a person’s livelihood. App. Br. at 43-44. This argument is
misplaced. Whether a subsequent employee nonsolicitation agreement
requires consideration is a question of contract law distinct from the policy
question of whether such an agreement, which directly affects the
livelihood and freedom of employment of the employees being solicited,
1s a reasonable restraint of trade. See Section IV.A.2 infra. Moreover,
Fluke’s agreement expressly recites the purported consideration given, and

in so doing, tacitly recognizes the necessity of consideration. CP 1349.

b. Fluke’s Promise To Make Nguyen (Re)Eligible
for Option Grants Is Illusory.

Fluke’s alternative argument that the employee nonsolicitation
clause was supported by consideration also fails as a matter of law. To
determine the sufficiency of consideration, the court compares the status
of the parties before and after the restrictive covenant. Labriola, 152
Wn.2d at 836. A grant of unvested shares of stock, which merely gives an
expectation of rights in the future and no enforceable rights in stock, is
illusory. MSC Indus. Direct Co. v. Steele, No. COA08-418, 2009 WL
2501762, at **4-5 (N.C. App. Aug. 18, 2009). Likewise, granting
eligibility for a discretionary bonus cannot constitute consideration
because it is too indefinite to be considered an enforceable promise. See,

e.g., Heuser v. Kephart, 215 F.3d 1186, 1192 (10th Cir. 2000) (“[W]here
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the purported promise to perform actually leaves it to the discretion of the
promisor, the alleged promise is illusory and not consideration as a matter
of law.”); Wilmar, Inc. v. Liles, 185 S.E.2d 278, 282-83 (N.C. App. 1971)
(rejecting as consideration a profit sharing plan where the amount given
under the plan was subject to the employer’s discretionary amendment).
Because Nguyen was already eligible for future grants of stock options,
granting him eligibility for future awards was not legal consideration for
the employee nonsolicitation obligation.

Moreover, the Standard Agreement’s plain language describes the
consideration as “the Associate’s eligibility to be considered for
recommendation of annual option grants.” CP 1349 (emphasis added).
This is not a promise of “future stock option awards.” See App. Br. at 44.
It does not obligate Fluke to award stock options to Nguyen, or even to
consider Nguyen for an award of stock options. It is merely a highly
indefinite “promise” to possibly consider someone for a recommendation
of discretionary benefits. The provision imposes no obligation (let alone a
new obligation) on Fluke, nor confers any benefit on Nguyen. It is no
more consideration than continued employment of an at-will employee,
which the Labriola court held to be inadequate consideration to support

such an agreement.

2. The Employee Nonsolicitation Provision Is Also
Unenforceable As an Unlawful Restraint of Trade.

This court should affirm the dismissal of Fluke’s contract claim
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against Nguyen as a matter of law for the alternative and independent
reason that the employee nonsolicitation clause is unreasonably broad and
violates Washington’s public policy prohibiting contracts in restraint of
trade. See RCW 19.86.030 (“Every contract, combination, in the form of
trust or otherwise, or conspiracy in restraint of trade or commerce is
hereby declared unlawful.”); see also Island Air, Inc. v. La Bar, 18 Wn.
App. 129, 139, 566 P.2d 972 (1977) (“[C]ontracts in general restraint of
trade are void and unenforceable. . . .”). Contracts that “partially” restrain
trade are disfavored and are enforceable only if reasonable. Island Air, 18
Wn. App. at 139; see also Organon, Inc. v. Hepler, 23 Wn. App. 432, 436,
595 P.2d 1314 (1979). A covenant not to compete or solicit is a restraint
of trade, and may be enforced only if reasonable. See Wood v. May, 73
Wn.2d. 307, 309, 438 P.2d 587 (1968); Copier Specialists, Inc. v. Gillen,
76 Wn. App. 771, 773, 887 P.2d 919 (1995) (citing Sheppard v.
Blackstock Lumber Co., 85 Wn.2d 929, 931, 540 P.2d 1373 (1975)).
Whether a covenant is reasonable depends on three factors:
(1) whether restraint is necessary for the protection of legitimate business
interests of the employer, (2) whether it imposes upon the employee any
greater restraint than is reasonably necessary to secure the employer’s
business or goodwill and (3) whether the degree of injury to the public is
such loss of the service or skill of the employee as to warrant non-
enforcement of the covenant. Copier Specialists, 76 Wn. App. at 773. As

the material facts of this case are undisputed, the employee nonsolicitation
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covenant is unenforceable as a matter of law. See Knight, Vale & Gregory
v. McDaniel, 37 Wn. App. 366, 368, 680 P.2d 448 (1984) (summary
dismissal proper where facts regarding contract and violation are
undisputed).

a. Maintaining Continuity of Workforce Is Not a
Legitimately Protected Interest.

The vast weight of authority holds that an employer’s business
interest in the continuity of an at-will workforce is not sufficient to justify
arestrictive covenant. See, e.g., Lazer, Inc. v. Kesselring, 823 N.Y.S.2d
834, 839 (2005); Unisource Worldwide, Inc. v. Carrara, 244 F. Supp. 2d
977, 983 (C.D. I1l. 2003) (only two business interests are legitimately
protected by restrictive covenants: “near permanent” relationships with
customers and confidential information or trade secrets). Fluke cites one
Illinois case for the proposition that employers have a legitimate interest in
maintaining a stable workforce. App. Br. at 43 (citing Automated
Concepts, Inc. v. Weaver, No. 99 C 7599, 2000 WL 1134541, at *4 (N.D.
IIl. Aug. 9, 2000)). But Washington disfavors covenants in restraint of
competition. Organon, Inc., 23 Wn. App. at 436 (covenant not to compete
is in restraint of trade and is disfavored).

As Justice Madsen stated in her concurring opinion in Labriola,
“[n]Jon-compete agreements designed to stabilize a company’s current
workforce through unreasonable restraints are similarly unenforceable.”

Labriola, 152 Wn.2d at 847 (Madsen, J., concurring). Justice Madsen
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found persuasive Schmersahl, Treloar & Co. v. McHugh, 28 S.W .3d 345,
350 (Mo. App. 2000), where the Missouri Court of Appeals held a
covenant not to solicit employees unenforceable because “an employer
does not have a propriety interest in its employees at will or in their
skills.” 1d:'? see also Woody v. Stapp, 146 Wn. App. 16, 23, 189 P.3d 807
(2008) (no legitimate business expectancy in continued employment of at
will employee). Here, Fluke has no legitimate interest justifying the
employee nonsolicitation clause that is the linchpin of its claim against

Nguyen and companion claim against MET.

b. The Restraint Imposed by the Employee
Nonsolicitation Clause Is Greater Than Is

Reasonably Necessary.

Fluke’s employee nonsolicitation provision is also unenforceable -
because it is grossly overbroad. Public policy requires courts to examine
restrictive covenants carefully to ensure that they are no greater in scope
than necessary to protect a legitimately protected employer interest.
Knight, 37 Wn. App. at 370 (limiting enforcement of covenant to clients
with whom employee had contact as a direct result of employment); see
also Alexander & Alexander, Inc. v. Wohlman, 19 Wn. App. 670, 687-688,
578 P.2d 530 (1978) (limiting geographic and temporal scope of

restrictive covenant not to compete).

12 1n 2001, the holding in Schemersahl was legislatively overruled in part, but
courts have continued to adopt its reasoning. See, e.g., Lazer, Inc. 823 N.Y.S.2d
at 839; Unisource Worldwide, 244 F. Supp. 2d at 983.
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The scope of Fluke’s employee nonsolicitation clause is
extraordinary. It prohibits Nguyen from soliciting any and all employees
and independent contractors not just of Fluke, but also of Danaher and its
hundreds of subsidiaries, in any position — e.g., even clerical and janitorial
staff. CP 1346-50. It prohibits Nguyen even from talking to a Fluke
employee who was independently considering moving to MET. CP 1346-
50. The employee nonsolicitation clause is far broader than necessary to
protect any legitimate Fluke interests.

Furthermore, an employer’s ability to protect its interests by
drafting more narrowly tailored, alternative restrictions is relevant in
reviewing the reasonableness of the covenant. See Kitsap County v.
Mattress Outlet v. Gould, 153 Wn.2d 506, 515, 104 P.3d 1280 (2005). In
holding an employee nonsolicitation agreement unenforceable, the
Missouri appellate court noted that an employer could protect itself from
competition from employees by entering into valid covenants to prevent
the solicitation of customers or the disclosure of trade secrets.
Schmersahl, 28 S.W .3d at 351.

The same is true here. Fluke can and did (except in cases of
employees transferring from other Danaher subsidiaries) protect its trade
secrets or confidential information through a confidentiality clause. Fluke
can protect its relationships with customers through a noncompetition
agreement or a narrowly tailored clause directed at solicitation of

customers, not fellow employees. An overbroad employee nonsolicitation
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clause is simply unnecessary to protect Fluke’s legitimate interests.

c. Injury to the Public’s Interest in a Mobile
Workforce and Fair Competition Also Warrant
Non-Enforcement.

Washington has long been an “at-will” employment state. Absent
a contract prohibition, an employee has “the absolute right to abandon his
or her employment at-will.” Ford v. Trendwest Resorts, 146 Wn.2d 146,
152,43 P.3d 1223 (2002); Lasser v. Grunbaum Bros. Furniture Co., 46
Wn.2d. 408, 410-411, 281 P.2d 832 (1955). This basic freedom is an
important part of the healthy competition inherent and necessary to our
employment system:

Nobody has ever thought, so far as we can find, that in the

absence of some monopolistic purpose every one has not the

right to offer better terms to another’s employe, so long as the

latter is free to leave. The result of the contrary would be

intolerable, both to such employers as could use the employe

more effectively and to such employes as might receive added
pay. It would put an end to any kind of competition.

Triangle Film Corp. v. Artcraft Pictures Corp., 250 F. 981, 982 (2d Cir.
1918) (Learned Hand, J.); accord, Knight, 37 Wn. App. at 370 (public
policy requires careful examination of restrictive covenants, even when
legitimate business interest exists, because of equally competing concerns
of freedom of employment and public access to professional services).

Enforcement of the employee nonsolicitation clause at issue here
would unreasonably threaten, and overly restrict, freedom of employment.
It interferes with competition between employers for the best use of this

state’s workforce, and inhibits the workforce from receiving the best pay
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and benefits for its desired services. Fluke’s asserted interests do not
outweigh these important concerns. Fluke’s restrictive covenant is not

reasonable and is unenforceable as a matter of law.

3. The Trial Court Acted Well Within Its Discretion in

Denying Appellants’ Rule 56(f) Motion.

The trial court, which presided over the parties’ discovery disputes

for many months, properly exercised its discretion in denying Fluke’s
request to continue the summary judgment hearing. See Bldg. Indus.
Ass’n of Wash. v. McCarthy, 152 Wn. App. 720, 742-43, 218 P.3d 196
(2009) (denial of CR 56(f) continuance reviewed for abuse of discretion).
“The trial court may deny a [CR 56(f)] motion when (1) the requesting
party does not have a good reason for the delay in obtaining the evidence,
(2) the requesting party does not indicate what evidence would be
established by further discovery, or (3) the new evidence would not raise a
genuine issue of fact.” J/d. Mere lack of discovery is insufficient to
warrant a continuance of a summary judgment motion under CR 56(f)."
The discovery must be necessary to oppose summary judgment. Tellevik

v. Real Property Known as 31641 W. Rutherford St., 120 Wn.2d. 68, 91,

" Respondents deny Appellants’ accusations regarding discovery obstruction.
MET consistently and properly objected to Fluke’s discovery requests to the
extent they broadly seek proprietary or confidential Milwaukee Tool information
without first identifying with particularity the nature of the trade secrets allegedly
misappropriated. See, e.g., SmithKline Beecham Pharms. Co. v. Merck & Co.
766 A.2d 442 (Del. Super. 2000). Fluke was ordered to identify its trade secrets
with particularity first, but Fluke never did so. From the outset, Fluke’s failure to
comply with its own discovery obligations was the source of any discovery
“obstruction” in the case.
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838 P.2d 111 (1992).

Fluke failed to identify what discovery was necessary to oppose
Nguyen’s motion for summary judgment, which challenged enforcement
of the employee nonsolicitation provision on the legal grounds that it was
unenforceable for lack of consideration and was an unenforceable restraint
of trade. Fluke’s request for factual discovery of other “examples of
Nguyen actively recruiting Fluke’s empioyees” had no bearing on these
legal issues. CP 1313-14, 1656-68. Fluke had all relevant documents, and
no additional production would change the standards of law by which its
claims failed. See CP 1633-40, 1641-52. The trial court’s denial of

Fluke’s CR 56(f) motion was well within the trial court’s sound discretion.

4. The Trial Court Properly Exercised Its Discretion in
Denying Fluke’s Belated Motion for Leave To Amend.

The trial court also had ample discretion to refuse leave to amend,
after granting summary judgment of dismissal. See In re Disciplinary
Proceedings Against Bonet, 144 Wn.2d 502, 510, 29 P.3d 1242 (2001)
(grant or denial of motion for leave to amend is a discretionary act).

- Under this standard, the denial of a motion to amend may be reversed only
when no reasonable person would take the view adopted by the trial court.
ld

In particular, a trial court may deny a motion to amend after the
trial court has granted summary judgment dismissing all claims with

prejudice, and where the movant fails to establish that the “new” legal
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claims could have been made in advance of summary judgment, had he
exercised due diligence. See Kwiatkowski v. Drews, 142 Wn. App. 463,
497-98, 176 P.3d 510(2008). Denying a motion for leave to amend where
the amended claim is futile is not an abuse of discretion. Nakata v. Blue
Bird, Inc., 146 Wn. App. 267, 278, 191 P.3d 900 (2008).

Here, Fluke moved for leave to amend to add entirely new claims
after summary judgment briefing had closed, on the eve of oral argument
and the close of discovery."* Briefing on Fluke’s motion concluded after
the court had dismissed Fluke’s claims. Its proposed amendments alleged
trade secrets misappropriation and common law claims against Nguyen
(and derivative claims against MET) arising from Nguyen’s knowledge of
“good” OEM suppliers in Asia. CP 1863-78. But Fluke was on notice of
these claims since the early stages of the case. CP 5659-71, 7537-647.
Yet in numerous prior amendments to pleadings and discovery responses,
Fluke never once articulated a trade secrets claim based on the identity of
“good” OEM suppliers.

In denying the motion to amend as futile, the trial court expressly
noted that Fluke witnesses testified that knowledge of “good” OEM
suppliers is not a trade secret. CP 2389. The trial court properly

considered the futility of the amended claims and the prejudice to

'* Fluke’s motion was filed Thursday afternoon, September 18, 2009. Summary
judgment argument was set for the next morning, on September 19, and
discovery was set to close on the next business day, on Monday, September 22.
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defendants that would accrue by reopening discovery to allow them to
defend against the amended claim. /d. (“[T]he amendments appear to be
futile in light of testimony of Fluke witnesses that undermine its claims.”)
The trial court’s order denying Fluke’s motion to amend was soundly

within its discretion, and should not be disturbed on appeal.

B. The Trial Court Properly Dismissed Fluke’s Trade Secret and
Related Common Law Claims Against Morrow and MET.

1. Fluke’s Evidence Was Insufficient To Establish a
Genuine Issue of Material Fact on All Elements of Its
Trade Secret Claims.

A trade secret plaintiff must demonstrate: (1) the existence of a
trade secret; (2) the misappropriation by the defendant; and (3) resultant
damages. See RCW § 19.108.010; Ed Nowogroski Ins., Inc. v. Rucker,
137 Wn.2d 427, 971 P.2d 936 (1999). Summary judgment was proper
because Fluke failed to present sufficient evidence to create an issue of
fact that would justify a trial on several elements of its trade secrets
claims. See Young v. Key Pharms., 112 Wn.2d 216, 225-27, 770 P.2d 182
(1989) (defendant may carry its initial burden on summary judgment by
asserting that no competent evidence supports the elements of plaintiff’s

claims).

a. Fluke’s Evidence Does Not Establish a Question

of Fact of the Existence of Trade Secrets.

It is Fluke’s burden to prove that legally protectable secrets exist.
Petters v. Williamson & Assocs., 151 Wn. App. 154, 164, 210 P.3d 1048

(2009). Summary judgment is appropriate in a trade secrets case when a
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party fails to meet its burden of proof with evidence generating a genuine
issue of material fact. MP Med., Inc. v. Wegman, 151 Wn. App. 409, 420,
213 P.3d 931 (2009). Merely labeling information as a trade secret does
not establish the existence of a trade secret. Id. at 421 n.40.

The plaintiff must show: (1) that the information derives
independent economic value from not being generally known or readily
ascertainable to others who can obtain economic value from knowledge of
its use, and (2) that reasonable efforts have been taken to maintain the
secrecy of the information. Precision Moulding & Frame, Inc. v.
Simpson Door Co., 77 Wn. App. 20, 25, 888 P.2d 1239 (1995); see also
RCW 19.108.010(4). The information must be novel and unique. Woo v.
Fireman's Fund Ins. Co., 137 Wn. App. 480, 489, 154 P.3d. 236, rev'd in
part on other grounds, 161 Wn.2d 43, 164 P.3d 454 (2007). Information
already in the public domain or readily ascertainable by proper means by
someone who can derive economic benefit from it, regardless of its
application, is not novel and derives no independent economic value from
not being known. Precision Moulding, 77 Wn. App. at 26-27; cf-
Stampede Tool Warehouse, Inc. v. May, 651 N.E.2d 209, 215 (Ill. App.
1995) (key factor is ease with which information can be readily duplicated
without considerable time, effort or expense).

Whether or not a particular item of information is a trade secret
will depend upon the factual circumstances of a given case. See 16A

WASH. PRAC., TORT LAW & PRAC. § 22.31. Thus, the fact that a type of
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business document has been considered a trade secret in other contexts in
other jurisdictions does not prove its status as a trade secret in every case.
See, e.g, Ed Nowogroski, 137 Wn.2d at 449 (discussing how customer lists
have and have not been found to be trade secrets depending on facts of
case); MP Med., 151 Wn. App. at 420-21 (summary judgment where
plaintiff failed to meet burden of proof that customer list was trade secret).

To avoid summary judgment, a plaintiff “must describe its trade
secret with a ‘reasonable degree of precision and specificity . . . such that a
reasonable jury could find that plaintiff established each statutory element
of a trade secret.”” Savor, Inc. v. FMR Corp., No. Civ.A 00C-10-149JRS,
2004 WL 1965869, at *6 (Del. Super. July 15, 2004). Disclosure must be
with sufficient particularity to distinguish trade secrets from matters of
general knowledge or special knowledge of persons skilled in the trade,
and what suffices to meet this standard depends on the case. Advanced
Modular Sputtering, Inc. v. Superior Court, 132 Cal. App. 4th 826, 835-
36, 33 Cal. Rptr. 3d 901 (2005). Trade secret case law'’ uniformly rejects
as inadequate mere reference to generic categories or “areas” of trade

secrets,'® vague references to “knowledge” of production

'* In adopting UTSA, the Washington Legislature directed that it “be applied and
construed to effectuate its general purpose to make uniform the law with respect
to the subject of this chapter among states enacting it.” RCW 19.108.910. Thus,
decisions from other jurisdictions under UTSA are “highly persuasive.” World
Wide Prosthetic Supply, Inc. v. Mikulsky, 640 N.W.2d 764, 768 (Wis. 2002).

' See, e.g., StonCor Group, Inc. v. Campton, No. C05-1225JLR, 2006 WL
314336, at **1-2 (W.D. Wash. Feb. 7, 2006); Whyte v. Schlage Lock Co., 101
Cal. App. 4th 1443, 1452, 125 Cal. Rptr. 2d 277 (2002) (mere reference to
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process,'’ or use of catch-all phrases.'® Trade secrets consisting of
compilations of public information must generally “be identified with
even greater specificity.”"’

Most significantly, the particularity standard is not satisfied by
mere citation to entire documents and generic descriptions of trade secrets.
See, e.g., Mextel, Inc. v. Air-Shields, Inc., No. Civ. A.01-CV-7308, 2005
WL 226112, at *42 (E.D. Pa. Jan. 31, 2005) (summary judgment where
plaintiff failed to identify what information in documents was allegedly
secret). Courts frequently dismiss trade secret claims under CR 56 where,

as here, there has been a failure to sufficiently identify the trade secret at

issue.”’ In IDX Sys. Corp. v. Epic Sys. Corp., 285 F.3d 581 (7™ Cir. 2002),

“information” about new products failed to differentiate between secret
information and information which had been publicly disclosed); Unicure, Inc. v.
Thurman, 97 FR.D. 7, 10 (W.D.N.Y. 1982) (generic and conclusory phrases and
generalized reference to ratio of ingredients deemed “evasive, ambiguous and
incomplete”); Cromaglass Corp. v. Ferm, 344 F. Supp. 924, 928 (M.D. Pa.
1972); Del Monte Fresh Produce Co. v. Dole Food Co., 148 F. Supp. 2d 1322,
1325-26 (S.D. Fla. 2001).

'" Combined Metals of Chicago, Ltd. v. Airtek, Inc., 985 F. Supp. 827 (N.D. I1L.
1997) (trade secret disclosure must identify specific, concrete secrets underlying
the process of producing the catalytic converters).

"® See, e.g., Imax Corp. v. Cinema Techs., Inc., 152 F.3d 1161, 1167 (9" Cir.
1998); StonCor, 2006 WL 314336.

' Savor, 2004 WL 1965869, at *6 (citing Struthers Scientific & Int’l Corp. v.
Gen. Foods Corp., 51 FR.D. 149, 153 (D. Del. 1970)).

X See, e.g., IMAX Corp. v. Cinema Techs, Inc., 152 F.3d 1161, 1167-68 (9th Cir.
1998) (granting summary judgment where interrogatory responses failed to
specify trade secret claims with sufficient particularity); VFD Consulting, Inc. v.
21st Servs., 425 F. Supp. 2d 1037, 1048-49 (N.D. Cal. 2006) (referring only to
“the MedDiag system” and former employee’s “experience and best judgment in
the combination of the research data” for that system was a “fatal” error because
it failed to identify “with any particularity” an alleged trade secret); Bradbury
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the court dismissed the trade secret claims as a matter of law based on the

plaintiff’s failure to adequately identify the trade secret at issue:

“[U]nless the plaintiff engages in a serious effort to pin down
the secrets a court cannot do its job. . . . . [Citing to
documents describing methods and processes making up a
software package] does not separate the trade secrets from
the other information that goes into any software package.
Which aspects are known to the trade, and which are not?

... [T]ender of the complete documentation for the software
leaves mysterious exactly which pieces of information are the
trade secrets. ... [A] plaintiff must do more than just
identify a kind of technology and then invite the court to hunt
through the details in search of items meeting the statutory
definition.”

Id. at 583-84 (citation omitted).

The trial court’s holding that Fluke did not meet its burden on
summary judgment is entirely consistent with its prior admonition (after
reviewing the same evidence at the evidentiary hearing) that the “case is

not about trade secrets,” and with its order that Fluke identify the trade

secrets at issue with particularity. RP 6/3/2008 at 3; CP 985-87. Indeed,

Co. v. Teissier-duCros, 413 F. Supp. 2d 1209, 1222-24 (D. Kan. 2006) (granting
summary judgment where plaintiff provided no detail on technology;. plaintiff has
the burden under the UTSA “to define its trade secrets with the precision and
particularity necessary to separate it from the general skill and knowledge
possessed by others”); Callaway Golf Co. v. Dunlop Slazenger Group Ams., Inc.,
318 F. Supp. 2d 205, 215-16 (D. Del. 2004) (claim rejected where plaintiff made
only “conclusory allegations™ about golf ball technology, referring generally to
information that former employee obtained); Glynn Interactive, Inc. v.
iTelehealth, Inc., No. Civ.A. DKC 2003-0449, 2004 WL 439236, at *5 (D. Md.
Mar. 9, 2004) (summary judgment where plaintiff made only generic claim that
secrets were in “expertise and information provided” and thus failed to identify
alleged secrets); Julie Research Labs., Inc. v. Select Photographic Eng’g, Inc.,
810 F. Supp. 513, 520 (S.D.N.Y. 1992) (plaintiff failed to identify an alleged
secret separate from public domain information), aff’d in part and vacated in
part on other grounds, 998 F.2d 65 (2d Cir. 1993).
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of the thousands of documents Fluke cited in discovery as containing trade
secrets, it proffered only three in opposition to Morrow’s motion: (1) a
December 2007 marketing plan relating to Fluke’s laser distance finders;
(2) a summary of interviews with electrical channel distributors; and (3)
excerpts of the Cross Market products analysis. But even as to those
documents, Fluke failed to identify what specifically within them was a
trade secret. Vague references to “future sales projections,” unspecified
“plans for introducing” a laser distance finder, “information about Fluke’s
marketing plans” and “internal assessments” of suppliers, or “gaps or
‘white spaces’ in” the “value segment of the T&M market” are inadequate.
The trial court correctly refused to “hunt through the details in
search of items meeting the statutory definition” of information that was

not known or obvious to a competitor. /DX, 285 F.3d at 584.

b. Fluke’s Evidence Does Not Establish a Question
of Fact of Misappropriation.

“{1]t is the burden of the [trade secret plaintiff] to demonstrate that
[an alleged trade secret] has actually been misappropriated in order to
have a right to any damage award.” Petters, supra, 151 Wn. App. at 164.
“A nonmoving party . . . may not rely on speculation [or] argumentative
assertions . . . [but rather] must set forth specific facts that sufficiently
rebut the moving party’s contentions and disclose that a genuine issue as
to a material fact exists.” Seven Gables Corp. v. MGM/UA Entm’t Co.,

106 Wn.2d 1, 13, 727 P.2d 1 (1986); see also Retired Pub. Employees
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Council of Wash. v. Charles, 148 Wn.2d 602, 612, 62 P.3d 470 (2003)
(nonmoving party may not rely on speculation). Proof of mere access to
one employer’s confidential information does not establish disclosure or
misappropriation when employed elsewhere.

Here, there is no actual evidence that Morrow misappropriated
anything constituting a trade secret. There was no evidence that Morrow
took any confidential or proprietary materials with him. Morrow’s SIM
card contained no contact information. Ultimately, Fluke offers only
unsupported speculation that Morrow copied a PST file, a theory that
collapses upon scrutiny of the actual evidence. Similarly, Fluke offered
no evidence — direct or circumstantial — to support its speculation that
Morrow’s “I know stuff” email referred to Fluke’s marketing plan for
laser distance finders. There is no evidence he even read the document,
shared information in it with MET, or that MET’s decisions regarding its
products were in any way shaped or otherwise impacted by Fluke’s plans.
Morrow’s testimony is unrebutted: the “stuff” he knew was what he
learned after trying out some ultrasonic distance finders, which he
ultimately did not share. CP 1746-47. Even Fluke does not claim that this
was a trade secret.

Finally, Morrow’s reference in emails to “actionable distributor
data” and “low hanging fruit” related to work performed at MET. Id. No
evidence supports Fluke’s hypothesis that Morrow was actually referring

to information in the Amprobe Rep Performance Market Research Report
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(CP 3963-75), or that MET’s actions were affected by information therein.
Nor is there evidence that Morrow remembered, much less used,
information in the Cross Market Analysis (CP 7472-533), or that it
influenced MET’s decisions before Morrow joined MET regarding

products in a different market segment.?'

2. Fluke Failed To Distinguish Its Common Law Claims
From Its Trade Secret Claims.

Washington’s Uniform Trade Secrets Act (“UTSA”) preempts
other causes of action related to the misappropriation of a trade secret.
RCW 19.108.900.2 Washington cases interpreting this statute draw a
theoretical distinction between the statutory trade secret and common law
breach of confidentiality claims. See Boeing Co. v. Sierracin Corp., 108
Wn.2d 38, 48, 738 P.2d 665 (1987). But common law claims are
nevertheless preempted if the facts asserted in support of them are the
same, and not independent from, facts offered in support of trade secrets
claims. Thola v. Henschell, 140 Wn. App. 70, 82, 164 P.3d 524 (2007)
(common law claims for use of confidential information preempted to
extent the same evidence constitutes trade secret misappropriation).

Fluke’s common law claims for breach of “confidential

relationship” and duty of loyalty were premised on the same evidence as

?! The document is far too large to infer that Morrow somehow memorized it.

?2 The UTSA “displaces conflicting tort, restitutionary, and other law of this state
pertaining to civil liability for misappropriation of a trade secret. . . . [but] does
not affect: (a) [c]ontractual or other civil liability or relief that is not based upon
misappropriation of a trade secret. . . .” RCW § 19.108.900.

35



its trade secret claims — Morrow’s alleged sharing and use of “confidential
and proprietary information and trade secrets with” MET. CP 248. As
Fluke refused to clarify what “confidential” information in particular was
the subject of Fluke’s breach of confidential relationship claim (CP 7300-

03), any common law confidentiality claims were preempted.?

3. The Trial Court Properly Dismissed Fluke’s Contract
Claims Against MET and Morrow.

The Court of Appeals’ holding that “Fluke has no legal rights
under the Agreement” is binding as the law of the case. COA Opinion at
12. See RAP 12.2; State v. Schwab, 163 Wn.2d 664, 672, 185 P.3d 1151
(2008) (“[Olnce there is an appellate court ruling, its holding must be
followed in all of the subsequent stages of the same litigation.”). Fluke
nevertheless argues that whether the JCA should be deemed “equitably
assigned” to Fluke is a factual issue. Fluke is wrong.

First, Fluke’s standing to enforce the JCA via “equitable”
assignment is a red herring. Fluke could acquire by assignment — express

or equitable — no more than what Jacobs Chuck had to assigrl.24_ This

= Alternatively, Fluke’s common law claims failed for the same reasons as
Fluke’s trade secret claims — inadequate identification of the confidential
information at issue, lack of evidence of misappropriation, and as discussed
below, no evidence of causal damages.

* Moore v. Weinberg, 644 S.E.2d 740, 745 (S.C. App. 2007) (assignee stands in
shoes of assignor) aff’d, 681 S.E.2d 875 (2009); Singletary v. Aetna Cas. & Sur.
Co., 447 S.E.2d 869 (S.C. App. 1994) (same); Twelfth RMA Partners, L.P. v.
Nat’l Safe Corp., 518 S.E.2d 44, 46 (S.C. App. 1999) (assignee has same rights
and privileges as the assignor); Trancik v. USAA Ins. Co., 581 S.E.2d 858, 861
(S.C. App. 2003) (assignee received no greater rights than had assignor);
Rosemond v. Campbell, 343 S.E.2d 641, 645 (S.C. App. 1986) (at common law,
assignee’s rights can be no greater than those of assignor).
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court construed as a matter of law what Jacobs Chuck has to assign: an
agreement that “by its plain terms . . . remain[ed] in effect only as to ‘the
Company,” which is Jacobs Chuck, and [which] expired 12 months after
Morrow’s termination from Jacobs Chuck.” COA Opinion at *5.
Equitable assignment of an agreement not to compete with Jacobs Chuck
that expired in 2005 would be significant only if the term “the Company”
was amended to refer to Fluke. Amendments had to be in writing signed
by Jacobs Chuck and Morrow. JCA q 13. No such amendment exists.

Second, this court’s ruling was not limited to the construction of
the JCA; it also held that Fluke had to prove equitable assignment by
“clear and specific” evidence of “the conduct of the parties. . . .”.” COA
Opinion at *5. This court held that Fluke’s evidence — the transmittal of
the personnel file to Fluke, Fluke’s maintenance of that file apart from its
own personnel records, Loring’s testimony of Fluke’s unexpressed
subjective intent in requesting the file, etc. — failed to meet this standard.
Its holding remains the law of the case

Fluke’s attempt to save its claims with duplicative declarations
does not compel a different outcome on remand. The testimony of
subjective intent of other Fluke and Jacobs Chuck employees regarding,
e.g., sending the Jacobs Chuck personnel file to Fluke, why Fluke’s
practice of “assuming” agreements with prior agreements was appropriate,

or in making cryptic notes in Morrow’s file,?> simply mimicked that of

% See CP 1071-89. The author of notes on a fax cover sheet in Fluke’s file stating
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Kurt Loring, whose testimony was part of the record that this previously
court held was inadequate to meet Fluke’s burden. Such testimony of
unexpressed subjective intent is no more relevant to determining the intent
of parties regarding an “equitable” assignment than it is in assessing the
parties’ intent in interpreting a written assignment. Cf. Lynott v. Nat’l
Union Fire Ins. Co., 123 Wn.2d 678, 684, 871 P.2d 146 (1994).
Otherwise, the “equitable assignment” doctrine would be abused by
parties collusively trying to prove an assignment after the fact.

This court held that an equitable assignment may be imposed only
based on “clear and specific” objective evidence of the conduct of the
parties. The objective evidence offered on summary judgment was no
different than that before: Jacobs Chuck sent the file to Fluke, which
contained the JCA and other documents. Fluke maintained that file
separately from its own personnel records. Affiliated Fluke entities did
not assume prior agreements, but rather had transferring employees sign
new agreements. Fluke does not advise its hires that non-competition
agreements signed with one Danaher subsidiary followed them to other

subsidiaries. Morrow was not told that during his interview, and Fluke’s

“Danaher Transfer Signed agreement already done Needs to be sent from Jacobs
Chuck” (CP 1084), stated that she intended to refer to the JCA. But the
objective evidence consists of the fax attachment, which was Morrow’s signed
acceptance of Fluke’s offer including comments regarding reimbursement of
moving expenses (Ex. 37, see also Ex. 31) and the next document in Fluke’s file,
which was not the JCA, but rather the signed agreement regarding repayment of
moving expenses. Ex. 31.
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offer was not conditioned on being subject to a noncompetition agreement.
Fluke no longer “assumes” prior agreements.”® Fluke failed to establish
by clear and specific evidence an intent to assign the JCA upon transfer.

The transfer clause in the JCA highlights the mechanism
contemplated by the JCA that Fluke easily could have, but did not, employ
to protect its interests: condition Morrow’s offer on signing a
noncompetition agreement, and require that he sign one more form
agreement. Fluke never addresses this critical aspect of this court’s
holding — that an equitable assignment may be imposed only to avoid
injustice. That remains the law of the case.

The trial court correctly applied the standards of this court’s prior
opinion in the case in dismissing Fluke’s contract claims against Morrow

and tortious interference claims against MET.

4. Fluke’s Claims May Also Be Dismissed for Lack of
Evidence of Damages.

A plaintiff may “recover damages for the actual loss . . . [or] for
the unjust enrichment caused by misappropriation that is not taken<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>